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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 06 September 2006 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except ifor formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) S Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) 5:7 is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed. 

6) ^ Claim(s) 1-4 and 8-15 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 
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10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2. n Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1. Applicant's election with traverse of claims 1-4 and 8-15 in the reply filed on 9-6-06 is 
acknowledged. 

The traversal is on the ground(s) that the searches and examination would be similar and 
that it is unfair to applicant since significant examination has already been made on the full claim 
set. This is not found persuasive because as stated in the Restriction requirement filed on 8-7-06 
Group 1 : claims 1-4 and 8-15 are drawn to storing software for a portable data terminal into a 
dedicated storage area of a user on a storage server and this is classified differently than Group 2: 
claim 5-7 which are drawn to a software sales method wherein a user purchases software or is 
charged for software use. Thus, the search and examination would not be similar. 

Although significant examination has already been made by the Examiner, there is still 
serious burden on the Examiner in examining the two groups of claims, for example, wherein 
claim 1 recites 'providing a storage area in a storage server for a portable data terminal', this 
limitation is not cited in the second group of claims and would be examined under class 455 of 
telecommunications. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claim 13 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claim includes the following language: '...A computer 
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program that runs on a portable data terminal. . . '. The computer program must be stored on a 
computer readable medium in order for it to be statutory. 

Claim Objections 

4. Claim 8 recites the limitation ''the dedicated storage areas of the user". There is 
insufficient antecedent basis for this limitation in the claim. 

5. Claim 1 1 recites the limitation "the user". There is insufficient antecedent basis for this 
limitation in the claim. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-4 and 12-15 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
U.S. Pat. No. 6,832,230 by Zilliacus et al, hereinafter Zilliacus. 

Regarding claim 1, Zilliacus discloses a method for providing a storage area in a storage- 
server (e.g. PC) for a portable data terminal (Fig. 1,110; Fig. 2, 210) connected over a network 
(Figs. 1, 2; col. 5, lines 38-40; col. 6, lines 1-17), said method comprising the steps of: 
allocating a uniquely dedicated storage area for each user (col 6, lines 1-17) (e.g. user of the 
mobile terminal uses a PC for a downloading service); 

storing software, which is purchase-requested at a software sales site on the network by a user 
into the dedicated storage area allocated uniquely to the user of the storage server without 
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sending the software from the site directly to a portable data terminal of the user (col. 6, lines 1- 
17; col. 7, lines 1-15); and 

making available the software, stored in the dedicated storage area in said storage server, to the 
user in response to a request from the user (col. 7, lines 11-15; col. 8, lines 29-38). 

Regarding claim 2, the method for providing a storage area according to claim 1, wherein 
Zilliacus further discloses an expiration date until which the user is allowed to use the software 
stored in said storage server is set, 

ftirther comprising the step of making the software, which is in the dedicated storage area, 
unavailable to the user after the expiration date (e.g. wherein the application will delete itself 
automatically, even if the application is stored on the PC because the application is formatted 
with a lifetime) (col. 6, lines 1-67; col. 7, line 50). 

Regarding claim 3, the method for providing a storage area according to claim 1, wherein 
Zilliacus fiirther discloses further comprising the step of charging the user for the purchase- 
requested software when the purchase-request is made, 
when the user downloads the software from the dedicated storage area, or 
when the user indicates an intention to continue to use after a trial period passes after the 
downloading (col. 8, lines 29-38; col. 8, lines 45-51). 

Regarding claim 4, the method for providing a storage area according to claim 1, wherein 
Zilliacus further discloses further comprising the steps of: 

storing software, which is not purchase-requested by the user (e.g. initially downloading an 
application without a fee), into the dedicated storage area (e.g. PC); 
allowing the user to select the software not purchase-requested; and 
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charging the user for the software when the user downloads the selected software or 
when the user indicates an intention to continue to use after a trial period (e.g. downloading the 
same application on a different occasion for a reduced fee) (col. 7, line 27 - col. 8, line 37; col. 8, 
line 61 - col. 9, line 5). 

Regarding claim 12, Zilliacus discloses a recording medium (Fig. 2, 214) storing therein 
a computer program that runs on a portable data terminal (Fig. 1,110; Fig. 2, 210) with a 
network cormection capability (col. 5, lines 10-16; col. 5, lines 38-40; col. 6, lines 14-17), said 
computer program comprising: 

a function that downloads required software from fiiU-set software into local storage (Fig. 1,112; 
Fig. 2, 212) as required, said full-set software being stored in a dedicated storage area allocated 
on a storage unit on a network (Fig. 1, 120; Fig. 2, 242) (col. 5, lines 6-10; col. 7, line 1 - col. 8, 
line 3); 

a function that manages expiration date information that is set for the software stored in the local 
storage; and 

a function that automatically erase the software from said local storage when the expiration date 
defined by the expiration date information has passed (col. 6, lines 18-67; col. 7, line 50- col. 8, 
line 3). 

Regarding claim 13, Zilliacus discloses a computer program that runs on a portable data 
terminal (Fig. 1, 1 10; Fig. 2, 210) with a network connection capability (col. 5, lines 10-16; col. 
5, lines 38-40; col. 6, lines 14-17), said computer program comprising: 

a ftinction that downloads required software from ftiU-set software into local storage (Fig. 1, 112; 
Fig. 2, 212) as required, said full-set software being stored in a dedicated storage area allocated 
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on a storage unit on a network (Fig. 1, 120; Fig. 2, 242) (col. 5, lines 6-10; col. 7, line 1 - col. 8, 
line 3); 

a function that manages expiration date information that is set for the software stored in the local 
storage; and a function that automatically erase the software from said local storage when the 
expiration date defined by the expiration date information has passed (col. 6, lines 18-67; col. 7, 
line 50- col. 8, line 3), 

Regarding claim 14, the method for providing a storage area according to claim 1, 
wherein Zilliacus further discloses ftirther comprising the steps of: 
accepting a purchase request of software from the user at the software sales site; and 
receiving, according to said purchase request, 

the purchase-requested software or identification information associated therewith at a site of 
said storage server such that said purchase-requested software or identification information 
. associated therewith is stored into said dedicated storage area allocated to the user 
(col. 6, lines 1-17; col. 7, lines 1-15; col. 8, lines 23-38). 

Regarding claim 15, the method for providing a storage area according to claim 1, 
wherein Zilliacus ftirther discloses said step of storing software into a dedicated storage area 
allocated uniquely, is performed after the software is purchase-requested at a software sales site 
on the network by the user (col. 6, lines 1-17; col. 7, lines 1-15; col. 8, lines 23-38). 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

P. Claims 8-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zilliacus in 

further view of U.S. Pat. No. 6,308,061 by Criss et al, hereinafter Criss. 

Regarding claim 8, Criss further discloses a storage server (e.g. host server) (Fig. 1 : 30; 

col. 7, lines 1-14) connected to portable data terminals (Fig, 1, 36; col. 6, lines 1-1 1) over a 

network (Fig. 1), said storage server comprising: 

a storage unit (Fig. 3b, 67) having dedicated storage areas, each uniquely allocated to an 
individual user of a portable data terminal (Fig. 4; col. 9, lines 57-67) (e.g. wherein each portable 
data terminal, for example: mobile terminal 1 to mobile terminal X, has its own user; col. 8, lines 
13-29); 

means for receiving software from a software site (Fig. 1:31; e.g. FTP server) on the network for 
storing the software into the dedicated storage area of the user (col. 6, lines 13-24; col. 9, line 57 
-col. 10, line 54; col. 21, line 23 - col. 22, line 63); 

a management table (Fig. 19, 550) storing therein management information about the software 
stored in the dedicated storage area of the user; and 

means for referencing said management table in response to access from the user and 
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for sending the software, which is stored in the dedicated storage area of the user, to the portable 
data terminal of the user (col. 24, line 32 - col. 25, line 55). 

Criss discloses means for receiving software, which is requested by the user of said 
portable data terminal from a software, site on the network (col. 17, line 13 - col. 18, line 17). 
However, Criss does not disclose software which is purchase-requested by the user and receiving 
software from a software sales site on the network. 

Regarding claim 8, Zilliacus further discloses a storage server (e.g. PC) connected to a 
portable data terminal over a network (col. 6, lines 14-17), said storage server comprising: 
a storage unit haying a dedicated storage area uniquely allocated to an individual user of a 
portable data terminal; 

means for receiving software, which is purchase-requested by the user of said portable data 
terminal, from a software sales site the network for storing the software into the dedicated 
storage area of the user (col. 6, line 1 - col. 7, line 15); 

management information about the software stored in the dedicated storage area of the user; and 
means for referencing said management information in response to access from the user and for 
sending the software, which is stored in the dedicated storage area of the user, to the portable 
data terminal of the user (col. 6, lines 18-67; col. 7, line 27 - col. 8, line 3; col. 8, lines 52-60). 

Zilliacus discloses a storage unit having a dedicated storage area uniquely allocated to an 
individual user of a portable data terminal and a management table (Fig. 2: 232, 238) stored 
external to the portable data terminal (col. 6, lines 1 8-67; col. 7, line 27 - col. 8, line 3). 
However, Zilliacus does not disclose a storage unit having dedicated storage areas, each uniquely 
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allocated to an individual user of a portable data terminal and said storage server comprising a 
management table. 

Criss further discloses a storage server (e.g. host server) (Fig. 1: 30; coL 7, lines 1-14) 
connected to portable data terminals (Fig. 1, 36; col. 6, lines 1-11) over a network (Fig. 1), said 
storage server comprising: 

a storage unit (Fig. 3b, 67) having dedicated storage areas, each uniquely allocated to an 
individual user of a portable data terminal (Fig. 4; col. 9, lines 57-67) (e.g. wherein each portable 
data terminal, for example: mobile terminal 1 to mobile terminal X, has its own user; col. 8, lines 
13-29); 

means for receiving software from a software site (Fig. 1:31; e.g. FTP server) on the network for 
storing the software into the dedicated storage area of the user (col. 6, lines 13-24; col. 9, line 57 
- col. 10, line 54; col. 21, line 23 - col. 22, line 63); 

a management table (Fig. 19, 550) storing therein management information about the software 
stored in the dedicated storage area of the user; and 

means for referencing said management table in response to access from the user and 

for sending the software, which is stored in the dedicated storage area of the user, to the portable 

data terminal of the user (col. 24, line 32 - col. 25, line 55). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the storage server of Zilliacus to include a storage unit having dedicated 
storage areas, each uniquely allocated to an individual user of a portable data terminal and said 
storage server comprising a management table as taught by Criss. One of ordinary skill in the art 
would have been lead to make such a modification to provide a plurality of portable data 
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terminals that can access the PC in order to store software that is specifically allocated for each 
portable data terminal in a multi-terminal environment and to provide a management table in the 
storage server to monitor a trial period of the software in the portable data terminal to prevent 
further downloads of the software from the portable data terminal. 

Regarding claim 9, the storage server according to claim 8, wherein Zilliacus view of 
Criss s ftirther discloses said storage unit further comprises a common storage area in which an 
application program body is stored as the software for common use by a plurality of users (Criss: 
Figs. 5a-5d) and wherein data associated with the application program body and corresponding 
to each user is stored separately in the dedicated storage area of the user (Criss: Fig. 4; col. 9, 
line 57 -col. 10, line 54). 

Regarding claim 10, Zilliacus discloses a portable data terminal (Fig. 2, 210) with a 
network connection capability (coL 5, lines 10-16 and lines 38-40), comprising: 
local storage (Fig. 2, 212) into which required software is downloaded from full-set software as 
required, 

said ftill-set software being stored in a dedicated storage area allocated on a storage unit on a 
network (Fig. 2, 242; col. 5, lines 50-55); 

management information associated with the software stored in the local storage is stored, 
wherein the management information includes at least expiration date information on the 
software (col. 6, lines 18-67; col. 7, line 27 - col. 8, line 3), 

said portable data terminal ftirther comprising means for automatically erasing the software from 
said local storage when an expiration date defined by the expiration date information has passed 
(col. 7, line 66 - col. 8, line 3; col. 8, lines 52-60). 
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Zilliacus discloses automatically erasing the software based on management information 
and a management table (Fig. 2: 232, 238) stored external to the portable data terminal (col. 6, 
lines 18-67; col. 7, line 27 - col. 8, line 3). However, Zilliacus does not disclose a portable data 
terminal comprising a management table. 

Criss discloses a portable data terminal (Fig. 1, 36; col. 6, lines 1-11) with a network 
connection capability, comprising: 

local storage (Fig. 2, 50) into which required software is downloaded fi-om full-set software as 
required, said full-set software being stored in a dedicated storage area allocated on a storage unit 
on a network (Fig. 3b, 67; col. 7, lines 1-14); 

a management table (Fig. 19, 550) in which management information associated with the 
software stored in the local storage is stored, 

wherein the management information includes at least expiration date information on the 
software (col. 24, line 32 - col. 25, line 55), 

said portable data terminal fiirther comprising means for automatically upgrading the software 
fi-om said local storage when an expiration date defined by the expiration date information has 
passed (col. 9, line 57 - col. 10, line 54). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the portable data terminal of Zilliacus to include a management table as 
taught by Criss. One of ordinary skill in the art would have been lead to make such a 
modification to provide a management table in the portable data terminal to monitor the trial 
period of the software in the local storage to determine an expiration date of the software. 
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Regarding claim 1 1, the portable data terminal according to claim 10, wherein Zilliacus 
in view of Criss further discloses means for allowing the user to rewrite said management table 
freely is not provided (e.g. updated through wireless communication from the host computer is 
allowed) (Criss: col. 24, line 32 - col. 25, line 55; coL 27, line 60 - col. 28, line 10). 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO-892 Form. 

1 1 . Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

(703) 872-9306 (for formal communications intended for entry) 

Or call: 

(571) 272-2600 (for customer service assistance) 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Hashem whose telephone number is (571) 272-7542. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (571) 272-2600. 
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1 3 . Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Ih 

November 16, 2006 




